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This report is the international preliminary examination report, established by this International Preliminary 
ExammingAuthoritynnder Article 35and transmitted to the^cantacc^toXtiS Ptehnanar y 
This REPORT consists of a total of Jg. sheets, including this cover sheet. 
This report is also accompanied by ANNEXES, comprising: 

a □ (sent to the applicant and to the International Bureau) a total of sheets, as follows: 

□ sheets of the description, claims and/or drawings which have been amended and are the basis of 

^ S, 8 ?,!* f v*?**? rectifications authorized by this Authority (see Rule 70.16 
and Section 607 of the Administrative Instructions). 

S? S Wh t Ch T Uer SheetS ' m ^ Authority considers contain an amendment 
SESSSiS^ application as filed, as indicated in item 4 of 

b. □ (W to tte International Bureau only) a total of (indicate type and number of electronic carrier(s)) 

i^tea°l^\?^ Ce S to i^ 0r , tableS related ^reto, in computer readable form only, as 
A^nftitstScSX ^ t0 SeqUeDCe ^ (SCe SeCti0n 802 of *- 

4 * ^ report 0011131118 ^cations relating to the following items: " 

Basis of the report 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial 
applicability 

Lack of unity of invention 

Reasor^d statement under Article 35(2) with regard to novelty, inventive step or 
industrial applicability, citations and explanations supporting such statement 
Certain documents cited 

Certain defects in the international application 

Certain observations on the international application 
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Box No. I 


□ 


Box No. n 




Box No. EI 




Box No. IV 


EI 


Box No. V 


□ 


Box No. VI 


□ 


Box No. VH 


□ 


Box No. VIH 




INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY 



Box No. I Basis of the report 



International application No. 
PCT/US04/08541 



" SSSSSj^ m ^^o-lappUcatioainthe language in wbich it was filed, 

□ This report is based on translations from the original language into the following language 

which is the language of a translation furnished for the purposes of 

international search (under Rules 12.3 and 23 1(b)) 

□ publication of the international application (under Rule 12 4) 

□ international preliminary examination (under Rules 55.2 and/or 55.3) 

1 



the international application as originally filed/furnished 
the description: 

P^s izl31 asoriginaUymed/furnished 



pages* NONE 
pages* NQNg 



- received by this Authority on . 
_ received by this Authority on [ 



the claims: 



pages* NONE 



pages* NONE 



as originally filed/furnished 

as amended (together with any statement) under Article 19 



pages* NONE 



- received by this Authority on 
. received by this Authority on 



the drawings: 
1-8 



pages* N ONE . 



pages* n one 



. as originally filed/furnished 
. received by this Authority on . 
. received by this Authority on ] 



asequence listing and/or any related table(s) - see Supplemental Box Relating to Sequence Listing 
The amendments have resulted in the cancellation of- 
□ the description, pages 



□ 
□ 
□ 
□ 



the claims, Nos._ 



the drawings, sheets/figs, 
the sequence listing (specify): 



any tahle(s) related to the sequence listing (specify): 



4 n ^/Z^ 

since they have been consider to go beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70« 



□ the description, pages 

□ the claims, Nos.. 



□ the drawings, sheets/figs 

the sequence listing (specify): . 

O any tabie(s) related to the sequence listing (specify): 



* If item 4 applies, some or an of those sheets may be marked "superseded. 
Form PCTyiPEA/409 (Box No. I) (January 2004) ' - 
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International application No. 
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Box No. m Non-establishment of opinion with regard to novelty, inve ntive step and industrial applicability 

'S^V m f^J?* Clain lf d 111761111011 awe" to be novel, to involve an inventive step (to be non obvious), or to be 
industnally applicable have not been examined in respect of: 

the entire international application 

£3 Claims NOS. Claim 23 ^depends an feislQ 

because: 

□ the said international application, or the said claim Nos. 



not require an international preliminary examination (specify): 



relate to the following subject matter which does 



the description, claims or drawings (indicate particular elements below) or said claims Nos. 23 are so unclear that 
no meaningful opinion could be formed (specify): 

Claim 23 is not further limiting because it depends from itself 



□ the claims, or said claims Nos. are so inadequately supported by the description that no meaningful 

opinion could be formed. ^ 

no international search report has been established for said claims Nos. 



□ the nucleotide and/or amino acid sequence listing does not comply with the standard provided for in Annex C of 
me Administrative Instructions in that: 

the written form □ has not been furnished 

□ does not comply with the standard 
the computer readable form □ has not been furnished 

does not comply with the standard 

□ the tables related to the nucleotide and/or amino acid sequence listing, if in computer readable form only, do not 
comply with the technical requirements provided for in Annex C-bis of the Administrative Instructions. 

See Supplemental Box for further details. 

Form PCT/IPEA/409 (Box No. HI) (January 2004) ~~ — 
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Box No. IV Lack of unity of invention 



In response to the invitation to restrict or pay additional 
□ restricted the claims, 
paid additional fees, 
paid additional fees under protest, 
neither restricted nor paid additional fees. 



fees the applicant has: 



2. □ This Authority found that the requirement of unity of invention is not compUed with and chose, according to Rule 
68.1, not to invite the applicant to restrict or pay additional fees. 

3. This Authority considers that the requirement of unity of invention in accordance with Rules 13. 1, 13.2 and 13.3 is: 
I I complied with. 



brmPCT/IS A/210) 



not complied with for the following reasons: 
See the lack of 



4. Consequently, this report has been established in respect of the following parts of the international appHcation: 
□ ail parts 

the parts relating to claims Nos. 1-22, 24-218 and SEP ID NO: i ^ o ™i y 



Form PCT/IPEA/409 (Box No. IV) (January 2004) 



¥1M — International application No. 

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY PCT/US04/08541 

"B^No. V Re^nggp^eS under Article 35(2) with regard to nlvelty, inventive step or industrial " 
applicability; citati ons and explanations supporting such statement 

1. Statement 

Novelty (N) 



Claims Please See Continuation Sheet 
Claims Please See Continuation Sheet 



_YES 

_NO 



Inventive Step (IS) 



Industrial Applicability (IA) 



Claims Please See C ontinuation Shegt 



Claims Please See Continuation Sheet 



JYES 
NO 



Claims Please See Continuation Sheet 
Claims Please See Continuation Sheet 



JYES 
.NO 



2. Citations and Explanations (Rule 70.7) 
Please See Continuation Sheet 



Form PCT/EPHA/409 (Box No. V) (Jamiary2004) 
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Supplemental Box Relating to Sequence Listing 



Continuation of Box No. I, item 2: 

1. With regard to any nucleotide and/or amino acid sequence disclosed in the international application and necessary to the claimed 
invention, this opinion was established on the basis of: 

a. type of material 

tX) a sequence listing 

□ 

table(s) related to the sequence listing 

b. format of material 

13 in written format 

El 

in computer readable form 

c. time of fiung/funitshing 

contained in the international application as filed 
13 filed together with the international application in computer readable form 
□ furnished subsequently to this Authority for the purposes of search and/or examination 

□ 

received by this Authority as an amendment* on 



2. 



In addition, in the case that more than one version or copy of a sequence listing and/or table(s) relating thereto has been 
filed or furnished, the required statements mat the information in the subsequent or additional copies is identical to that in 
the application as filed or does not go beyond the application as filed, as appropriate, were furnished. 



3. Additional comments: 



V'JfZ,, 4 . *!! BaeNo - 1 WPHe*. the listing and/or table® related thereto, -which form part of the basis of the report, may be marked 
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Supplemental Box 



In case the space in any of the preceding boxes is not sufficient. 
Continuation of: 



V. 1 . Reasoned Statements: 

The opinion as to Novelty was positive (Y es)with respect to claims 3-4, 16-22, 40-46, 

The opinion as to Novelty was negative (No) with respect to claims 1-2,5-15, 24-39,47-48, 52-82, 99, 103-128, 207-208 

The opinion as to Inventive Step was positive (Y es)with respect to claims 3-4, 16-22, 40-46, 

The opinion as to Inventive Step was negative(NO) with respect to claims 1-2, 5-15, 24-39, 47-218 

The opinion as to Industrial Applicability was positive (YES) with respect to claims 1-22, 24-218 

The opinion as to Industrial Applicability was negative(NO) with respect to claims NONE 



Claims 1-2, 5-15, 24-39, 47-48 lack novelty under PCT Article 33(2) as being anticipated by deSILVA et aL Claims 1-2, 5-15, 24-39, 
47-48 are drawn to a polynucleotide comprising a polynucleotide having at least 80% sequence identity to SEQ ID NO:l over a region of 
at least lOOnucleotides or full length of SEQ ID NO: I, wherein said polynucleotide encodes a a-glucosidase enzyme with characteristics 
as claimed in claims 5-15, vectors and host cells comprising the same as claimed in claims 24-39 and 47-48. deSILVA et al. disclose 
such a polynucleotide wherein it has at least an 80% sequence identity over 100 nucleotides and wherein said polynucleotide encodes an 
a-glucosidase, vectors and host cells comprising the same thereby anticipating claims 1-2, 5-15, 24-39, 47-48. 



Claims 49-51, 129-153, 193-206 lack an inventive step under PCT Article 33(3) as being obvious over deSILVA et aL and the common 
k knowledge in the art of molecular biology. Claims 49-51, 129-153, 193-206 to method of making double stranded iRNA, a method of 
generating variants of the nucleic acid disclosed by deSILVA et aL and an expression cassette comprising said polynucleotide. With the 
polynucleotide provided by deSILVA et al it would have been obvious to those skilled in the art to make double stranded iRNA, 
generate variants of the nucleic acid disclosed by deSilva et al and an expression cassette comprising said polynucleotide. One of 
ordinary skill in the art would have been motivated to do so in order to control the expression of said polynucleotide. One of ordinary 
skill in the art would have a reasonable expectation of success since deSILVA et al. provides the polynucleotide and the art provides 
method to manipulate the same. 



Claims 52-82, 99, 103-128, 207-208 lack novelty under PCT Article 33(2) as being anticipated by LEGIN et al. Claims 52-82, 99, 103- 
128, 207-208 are drawn to an a-glucosidase having characteristics such as thermostability and wherein it comprises an amino acid that is 
SEQ ID NO:2. LEGIN et aL discloses a thermostable a-glucosidase having an half life of 1 to 5 hours at 95 degree C. The reference 
does not disclose the amino acid sequence of the same. However, in view of the identical activity, the Authorized Officer takes the 
position that the reference enzyme inherently has the same amino acid sequence as that of SEQ ID NO: 2 and all other characteristics. 
Therefore LEGIN et aL anticipates claims 52-82, 99, 103-128, 207-208 as written. 



Claims 72r73, 83-98, 100-102, 154-191, 209-218 lack an inventive step under PCT Article 33(3) as being obvious over LEGIN et al. in 
view of KELLY et al. Claims 72-73, 83-98, 100-102, 154-191, 209-218 are to various method of using the a-glucosidase enzyme with 
SEQ ID NO:2. However, with the teachings of LEGIN et al. which discloses a thermostable ftlucosidase in combination with the 
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Supplemental Box 



teachings of KELLY et al. which teaches various methods and uses for a thermostable glucosidase starting from its use in a detergent 
composition to the liberation of glucose from starch and other polysaccharides, it would have been obvious to those skilled in the art to 
develop all the claimed uses for the enzyme taught by Legin et aL One of ordinary skill in the art would have been motivated to do from 
the teachings of KELLY et aL One of ordinary skill in the art would have had a reasonable expectation of success since LEGIN et aL 
provide the enzyme and KELLY et aL teaches the multiple uses for the enzyme. Therefore, the claims 72-73, 83-98, 100-102, 154-191, 
209-218 would have been prima facie obvious to those skilled in the art 



Claims 3-4, 16-22, 40-46 meet the criteria set out in PCT Article 33(2>(3), because the prior art does not teach or feirly suggest a 
polynucleotide with SEQ ID NO: 1 as well as vectors and host comprising the same. 

Claims 1-22, 24-218 (as applied to SEQ ID NO: 1 and 2 only) meet the criteria set out in PCT Article 33(4), and thus have industrial 
applicability because the subject matter claimed can be made or used in industry. 
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